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1 . This Office action is in response to applicant's amendment filed February 08, 2006, 
which amends the specification and claims 15 and 17. 

Claims 13-20 are pending. 

2. The rejection of claims 17-20 under 35 U.S.C. 102(b) as anticipated by WO 99/21936 is 
overcome by applicant's amendment to claim 17, which deletes "0" as a possibility for "p". 

3. The amendment filed February 08, 2006 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not fully 
supported by the original disclosure is as follows: the replacement of "OCio" with "OC9- on 
pages 3, 10, 12 and 13. 

The replacement of "OCio" with -OCg- was done in response to an objection to the 
disclosure for informalities. The original specification named 3,7-dimethylhexyloxy as an OCio 
group (page 3, line 19, p. 10, 1. 1, p. 12, 1. 13 and p. 13, 1 3), but dimethylhexyloxy is not an 
OCio group. (In the action mailed May 09, 2005, the examiner incorrectly identified 
dimethylhexyloxy as an OC9 group. Dimethylhexyloxy is an OCg group.) While the 
replacement of "OCio" with -OC9- attempts to correct the inconsistency between name and 
formula by changing the formula, and the examiner presumes for the sake of argument that 
applicant would have replaced OCio with OCg had the examiner previously identified 
dimethylhexyloxy as an OCg group, a review of the record as a whole reflects that a change in 
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the formula introduces new matter, at least with respect to the change on page 10. Page 10, line 
1 is part of the description of polymer C4, which is disclosed in WO 99/21936. A review of WO 
99/21936 shows that at p. 10, 1. 1 of the original specification, "OCio" was correct while "3,7- 
dimethylhexyloxy" was in error. Since the replacement of the formula at p. 10, 1. 1 is not 
supported, it is questionable whether the replacement at pages 3,12 and 13 is supported/correct. 

In the case of the change to page 10, the change is also inconsistent with formula (C4), 
which contains two occurrences of OCio- In the case of the change to page 12, the change is also 
inconsistent with formula (C7), which contains two occurrences of OCio. In the case of the 
change to page 13, the change is also inconsistent with formula (C2), which contains one 
occurrence of OCio. Formulae (C4), (C7) and (C2) do not contain OC9 (or OCg). If 
"dimethylhexyloxy" is correct, than formulae (C4), (C7) and (C2) are incorrect. 

The changes are also inconsistent with changes made during prosecution of parent 
Application No. 09/790,201. In the parent application, appHcant amended the corresponding 
portions of the specification by replacing "3,7-dimethylhexyloxy" with -3,7-dimethyloctyloxy-. 
(See amendment filed May 07, 2003 in the '201 application.) 

Applicant is required to cancel the new matter in the reply to this Office Action. 

4. Claims 13-16 stand rejected under 35 U.S. C. 112, first paragraph, as failing to comply 
with the written description requirement, for reasons of record in the Office action mailed May 
09, 2005. 



Application/Control Number: 10/780,472 



Art Unit: 1774 



Page 4 



5. Claims 13-16 stand rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention, for reasons of record in the Office action mailed May 09, 2005. 

6. The following is a quotation of the appropriate paragraphs of 35 U,S,C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 17-20 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 99/24526. 
(See US 2002/0064680 Al as representing a translation of the intemational appUcation 

published as WO 99/24526.) 

See the whole document. In particular, see the abstract, page 21 (monomers 3, 9 and 16), 
p. 22 (monomer C), p. 54, 1. 7-p. 56, 1. 3, p. 58, 1. 1-20, p. 59, 1. 12-p.61, 1. 5, p. 62, 1. 1-22, p. 63, 
1. 13-p. 64, 1, 3, p. 64, 1. 27-p. 65, 1. 14, p. 67, 1. 10-p. 68, 1. 16, p. 76 and pp. 79-81. 

Each of prior art polymers P6, P8, P9 and P12 are aryl-substituted poly-p-arylenes 
comprising a repeating unit of formula (CI) as defined in present claim 17 and further defined in 
claims 18-20. 

These polymers are disclosed for use in an organic electroluminescent device. 
The service life Hmitations set forth in claim 17 are expected by the examiner to be 
inherent in the prior art devices made with polymer P6, P8, P9 or P12 given the structural 
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similarity of the prior art polymers to the aryl-substituted poly-p-arylenevinylene required by 
present claims 17-20. In particular, prior art polymer P8 consists of the same repeating units as 
the polymer of formula (C8) on page 13 of the present specification. It is reasonable to expect 
that a device made with prior art polymer P8 will meet the limitations of claims 17-20 since a 
device made with a polymer of present formula (C8) meets the limitations. 

8. The following is a quotation of 35 U.S. C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 13-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
99/21936. 

See the whole document. In particular, see page 1, line 18-p. 2, 1. 10, p. 4, 1. 12-21, p. 15, 
1. 9-p. 17, 1. 20, p. 19, 1. 1-13 and p. 19, 1. 25-p. 20, 1. 22, 

Each of prior art polymers NRS-291, NRS-293, NRS-294 and NRS-296 are aryl- 
substituted poly-p-arylenevinylenes comprising a repeating unit similar to the repeating unit of 
formula (CI) as defined in present claims 13-20. These specific prior art polymers differ from 
the polymers of the present claims in that the prior art polymers have a repeating unit of formula 
(CI) wherein p is 0 whereas the present claims require p to be 1, 2 or 3. 

The prior art polymers are disclosed for use in an organic electroluminescent device. 
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While the prior art does not disclose any specific examples of polymers comprising or 
consisting of units of present formula (CI) in which p is 1, 2 or 3, such polymers are suggested 
by and are within the scope of the prior art. A polymer comprising or consisting of units of 
formula (CI) as defined on page 4 of the prior art wherein is a C1-C20 alkoxy suggests a 
polymer comprising or consisting of units of formula (CI) as defined in present claims 13 and 17 
wherein p is 1 and R is -XR^ wherein -X- represents -0- and R^ represents a C1-C20 alkyl group. 
(For purposes of this rejection, the examiner presumes that "alkylene" in the sixth line after 
formula (CI) in claim 13 should read -alkyl--.) A polymer comprising units of formula (C2) as 
defined on page 4 of the prior art suggests a polymer conprising units of formula (CI) as defined 
in present claim 17 wherein p is 1 and R is a C4-C12 aryl group which may or may not be 
substituted. 

It would have been prima facie obvious to one of ordinary skill in the art at the time of 
the invention to make polymers within the scope of the prior art and suggested by the prior art 
other than those specifically disclosed with the expectation that other polymers suggested by the 
prior art would be usable for the prior art purposes. Given the prior art disclosure as a whole 
regarding service Ufe values, storage and operating temperatures, and emission color, it would 
have been within the level of ordinary skill of a worker in the art at the time of the invention to 
provide a polymer comprising repeating units suitable for providing a desired color of light 
emission while optimizing device characteristics such as service life. 

The prior art intends the polymers to be used in devices driven at temperatures in excess 
of 70 °C, and the prior art discloses service life values in excess of 1000 h. Although the 
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working examples in the prior art disclose initial brightness values lower than the values set forth 
in claim 17, the prior art values are obtained at relatively low voltages (3V). Claim 17 does not 
limit the voltage at which the initial brightness value is obtained. As is well-known in the art 
(and admitted by applicants on page 1 of the present specification), brightness can be increased 
by increasing voltage. 



10. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application 
claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., 
In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In 
re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1 , 1994, a registered attomey or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiiUy comply with 37 CFR 
3,73(b). 



1 1 . Claims 1 3-20 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-7 of U.S. Patent No. 6,743,525. Although 
the conflicting claims are not identical, they are not patentably distinct from each other. There is 
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substantial overlap between the aryl-substituted poly-p-arylenevinylene as defined in the 
patented claims and the present claims, the differences being that the present claims are slightly 
broader than the patent claims in allowing the unit -X- to represent -0-, and slightly narrower 
than the patent claims in that the present claims do not explicitly allow R' and R' to together 

constitute a C1-C20 alkylene group. With respect to the organic electroluminescent devices of the 
patented and present claims, the organic electroluminescent device of patent claim 6 is required 
to have the same properties as recited in present claim 17. 

12. Applicant's arguments filed February 08, 2006 have been fully considered but they are 
not persuasive. 

In response to the rejection of claims 13-16 under 35 U.S.C. 1 12, first paragraph, 
applicant argues that the definition of and as separately being a C1-C20 alkylene group 
finds support in the specification recitation "R^ and R^ are the same or different" (page 2, line 8, 
of the specification). In response to the rejection under 35 U.S.C. 1 12, second paragraph, 
applicant argues that one of skill in the art would easily understand the definition of R^ and R^ as 
separately being the specified alkylene group. This argument is not persuasive because this 
recitation is taken out of context. AVhen R^ and R^ are the same or different, they are selected 
fi*om specified alkyl groups. Together , R^ and R^ can be the specified alkylene group. An 
"alkyl" group is a monovalent group. An "alkylene" group is a divalent group. R^ alone and R^ 
alone are monovalent groups. Therefore, R^ and R^ cannot separately be an alkylene group. 
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With respect to the rejection under 35 U.S.C. 102(b) based on WO 99/24526, the 
rejection has been modified to delete reference to specific prior art polymers that are no longer 
within the scope of claims 17-20. Regarding the structural similarities of the prior art polymers 
and the present polymers, applicant argues that prior art polymer P8 does not consist of the same 
repeating units as present polymer C8 because P8 contains a dimethyloctyloxy where C8 
contains a dimethylhexyloxy. The formula for present polymer C8 as set forth on page 10 of the 
specification shows an OCio group at the same position that the prior art polymer has an OCio 
group. While the present application attempts to equate "OCio" with "methylhexyloxy", a ' 
methylhexyloxy group is not an OCio group. Given the record as a whole, an OCio group is a 
dimethyloctyloxy group, as in the prior art polymers. Applicant also argues that while the prior 
art polymers may be structurally similar, the prior art does not dictate that the polymers will act 
as required by the present invention. While the prior art polymers are not required to provide the 
service life limitations required for the device of claims 17-20, the service Ufe hmitations are 
affected by the polymer, the four prior art polymers referenced in the rejection are within the 
scope of the polymer required for the device of claims 17-20, and one of the four prior art 
polymers referenced in the rejection consists of the same repeating units as a polymer 
demonstrated in the present specification to provide the claimed service life limitations. 
Applicant has provided no objective evidence to demonstrate that the prior art polymers do not 
inherently provide the service life limitations recited in claim 17. 

With respect to the rejection under 35 U.S.C 103(a) based on WO 99/21936, applicant 
argues that there is no suggestion in the prior art to make the polymers of the present claims in 
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which p = 1, 2 or 3. Applicant's arguments disregard the prior art teachings on page 4 which 
clearly teach that there may be an alkoxy group or substituted or unsubstituted phenyl group as a 
substituent that meets the limitations of present substituent R for p = 1. 

With respect to the obviousness-type double patent rejection, applicant points to 
differences in the scope of the present claims versus the patent claims (the differences noted by 
the examiner in making the rejection) and argues that the present and patent claims are not drawn 
to the same invention. The examiner agrees that the present and patent claims are not co- 
extensive in scope. If the two sets of claims were co-extensive in scope, the rejection would be a 
rejection under 35 U.S.C. 101 rather than an obviousness-type double patenting rejection. While 
the present claims cover some embodiments outside the scope of the patent claims, and the 
patent claims cover some embodiments outside the scope of the present claims, there are 
embodiments that are within the scope of the patent and the present claims. The common subject 
matter is the focus of the obviousness-type double patenting rejection. 

13. Miscellaneous: 

The extraneous markings to the lower left of formula (CI) in claim 17 should be deleted. 
In the sixth and seventh lines after formula (CI) in claim 17, either "a" in the sixth line 
should be deleted or "groups" in the seventh line should be changed to —group—. 

14. TfflS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

15. Any inquiry concerning this communication should be directed to Marie R. Yamnitzky at 
telephone number (571) 272-1531. The examiner works a flexible schedule but can generally be 
reached at this number from 6:30 a.m. to 4:00 p.m. Monday, Tuesday, Thursday and Friday, and every 
other Wednesday from 6:30 a.m. to 3:00 p.m. 

The current fax number for all official faxes is (571) 273-8300. (Unofficial faxes to be sent 
directly to examiner Yamnitzky can be sent to (571) 273-1531.) 



MRY 

April 10, 2006 




MARIE YAMNITZKY 
PRIMARY EXAMINER 
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